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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 

1 . This action is issued in response to applicant's amendment filed on May 18, 
2006. 

2. Claims 1-21 are presented. No claims were added and none cancelled. 

3. Claims 1-21 are pending. 

4. Applicant's arguments filed May 18, 2006, have been fully considered but they 
are not persuasive. 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1,5-8,12-15, and 19-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Huang (US Patent No. 5,966,714) filed April 30, 1996, in view of 
Chin (US Patent Application No. 20010029455) filed April 2, 2001 and further in 
view of "UTF-8 and Unicode FAQ for Unix/Linux", by Markus Kuhn, Published 
1999, referred to hereinafter as "Kuhn". 

Regarding Claims 1,7,8,14,15, and 21, Huang discloses a method for 
searching an offline address book, the method comprising: 
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accepting a first textual information from the offline address book in a 
format (Fig.ld; columns 3-4, lines 66-67 and 1-12, respectively, Huang) 1 , 

accepting a second textual information (Fig.ld; column 5, lines 54-57, 
Huang) in a native character set representation (column 14, lines 52-57, 
Huang) 2 . However, Huang does not explicitly disclose converting the first textual 
information to a corresponding character set; comparing the converted first 
textual information to the second textual information; and posting the converted 
textual information to an output mechanism. On the other hand, Chin discloses 
converting the first textual information ([0107], lines 1-9, Chin) to a corresponding 
character set ([0134], lines 4-7, Chin) 3 ; comparing the converted first textual 
information to the second textual information ([0043], lines 7-13, Chin); and 
posting the converted textual information to an output mechanism ([0125], lines 
1-10, Chin) 4 . It would have been obvious to one of ordinary skill in the art at the 
time of the invention to incorporate Chin's teachings of converting into the Huang 
system. A skilled artisan would have been motivated to do so in order to change 
data from one format to another, to better accommodate the desired users 
needs. As a result, this enhances responsiveness to requests and therefore 
produces an easy-to-use method for generating addresses. However, Huang in 

1 Examiner Notes: "Automatically generating, storing, and maintaining" corresponds to the act of 
accepting and the first textual information is represented by the email addresses that the address book 
contains. 

2 Examiner Notes: "Data formats" correspond to character set representation. 

3 Examiner Notes: The input text is converted to the output text and the output text can be represented as 
the Unicode character string, which corresponds to character set. 

4 Examiner Notes: Since the invention is done online the obvious output would have to be through either a 
monitor or a printer, which is an output mechanism. 
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view of Chin, do not explicitly disclose the format allowing for representation of 
greater than 256 characters using two or more byte sequences wherein each 
sequence comprises 8-bit character width. On the other hand, Kuhn discloses 
the format allowing for representation of greater than 256 characters using two or 
more byte sequences wherein each sequence comprises 8-bit character width 
(pg.5, lines 9-16 and 29-36, Kuhn) 5 . It would have been obvious to one of 
ordinary skill in the art at the time of the invention to incorporate Kuhn's 
teachings into the Huang in view of Chin system. A skilled artisan would have 
been motivated to combine in order to allow users to handle practically any script 
and language used, as well as supports a comprehensive set of mathematical 
and technical symbols to simplify scientific information exchange. The Huang in 
view of Chin system as cited uses a Unicode in order to handle output in all 
supported language pairs ([0134], lines 7, Chin), which further shows the need 
and convenience for using UTF-8. Incorporating UTF-8 provides for support of 
extended ASCII characters as well as the translation of international character 
sets. As a result, UTF-8 is a logical choice to provide the means for users to 
encode text of documents, they want to store in computers. 



5 Examiner Notes: UTF-8 stands for "8-bit Unicode Transformation Format". Also, because the code 
allows for 2 or 4 bytes sequences, the character representation is greater than 256. 
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Regarding Claims 2,9, and 16, the combination of Huang in view of Chin, 
and further in view of Kuhn, disclose the method wherein the underlying file 
format remains unaltered ([0127], lines 4-12, Chin) 6 . 

Regarding Claims 3,10, and 17, the combination of Huang in view of Chin, 
and further in view of Kuhn, disclose the method wherein the offline address 
book's underlying representation remains unaltered ([0135], lines14-20, Chin). 

Regarding Claims 4,11, and 18 the combination of Huang in view of Chin, 
and further in view of Kuhn, disclose the method wherein low level string 
comparisons with the offline address book are able to be performed ([0234], lines 
4-11, Chin) 7 . 

Regarding Claims 5,12, and 19, the combination of Huang in view of Chin, 
and further in view of Kuhn, disclose the method wherein the format is UTF-8 
(pg.5, lines 9-16 and 29-36, Kuhn). 

Regarding Claims 6,13, and 20, the combination of Huang in view of Chin, 
and further in view of Kuhn, disclose the method wherein the offline address 
book is MAPI compliant (column 4, lines 30-35, Huang). 



6 Examiner Notes: The processing of the data has not changed just because of the search; therefore the 
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Response to Arguments 

Applicant argues, Huang does not disclose "an offline address book that 
comprises textual data in a format that allows for representation of greater than 256 
characters using two or more byte sequences of 8-bit character widths". 

Examiner respectfully disagrees. In response to applicant's arguments against 
the references individually, one cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of references. See In re 
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 
231 USPQ 375 (Fed. Cir. 1986). As admitted by the examiner in the office action above, 
Huang does not explicitly disclose the "representation of greater than 256 characters 
using two or more byte sequences of 8-bit character widths". The newly cited Kuhn 
reference as combined with Huang in view of Chin teaches the argued limitation (See 
page 4 of the office action above), therefore the applicants argument with reference to 
newly amended "representation of greater than 256 characters using two or more byte 
sequences of 8-bit character widths" is moot in view of grounds of new rejection. 
However, Huang does disclose at Fig.ld and columns 3-4, lines 66-67 and 1-12, 
respectively, wherein a user can address email off-line by generating, storing, and 
maintaining a subset of a large address book containing e-mail addresses locally. The 
advantage of storing the information locally is to enable the composure of the emails off- 
line. Also, Fig.ld is a representation of a personal address book with various fields and 



format of the file itself is unaltered. 
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entries that demonstrate a format being used. As a result, Huang does disclose the 
limitation, which was cited for it wherein Huang discloses an offline address book that 
comprises textual data in a format. 

Applicant argues, Chin does not disclose "a method wherein the Unicode textual 
information is stored in a structure, such as an address book or other database, that can 
be searched and subsequently displayed". 

3. Examiner respectfully disagrees. In response to applicant's argument that the 
references fail to show certain features of applicant's invention, it is noted that the 
features upon which applicant relies (i.e., Unicode textual information ... that can be 
searched and subsequently displayed) are not recited in the rejected claim(s). Although 
the claims are interpreted in light of the specification, limitations from the specification 
are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 
(Fed. Cir. 1993). Also, the Chin reference was cited for the steps of converting, 
comparing, and posting the textual information (see page 3 of the office action dated 
2/21/2006), however, applicant is arguing features which were not cited from the Chin 
reference. As a result, in response to applicant's arguments against the references 
individually, one cannot show nonobviousness by attacking references individually 
where the rejections are based on combinations of references. See In re Keller, 642 



7 Examiner Notes: The "second level" corresponds to low level. 
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F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091 , 231 
USPQ 375 (Fed. Cir. 1986). 

Applicant argues, determining whether there is motivation to combine, in lieu of 
Huang disclosing a method for providing a partial address book to a device with limited 
storage, wherein the newly added limitation of using two or more byte sequences of 8- 
bit character widths would at least double the storage requirements of textual 
information. 

Examiner respectfully disagrees. In response to applicant's argument that there 
is no suggestion to combine the references, the examiner recognizes that obviousness 
can only be established by combining or modifying the teachings of the prior art to 
produce the claimed invention where there is some teaching, suggestion, or motivation 
to do so found either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1 071 , 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. 
Cir. 1992). In this case, applicant argues newly amended limitations and there has 
since been newly applied art, which therefore teaches the newly amended claim. 



Applicant argues, Huang does not disclose "storing the address book data in 
multiple byte character sets" and Chin does not disclose "storing textual information in a 



Application/Control Number: 10/649,135 Page 9 

Art Unit: 2161 

format wherein two or more byte sequences of 8-bit character widths are used to 
represent individual characters". 

Examiner respectfully disagrees. In response to applicant's argument that the 
references fail to show certain features of applicants invention, it is noted that the 
features upon which applicant relies (i.e., "storing the address book data in multiple byte 
character sets" and "storing textual information in a format, wherein two or more byte 
sequences of 8-bit character widths are used to represent individual characters") are not 
recited in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Conclusion 

4. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chelcie Daye whose telephone number is 571-272- 
3891 . The examiner can normally be reached on M-F, 7:00 - 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Gaffin can be reached on 571-272-4146. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Patent Examiner 
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